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Invoking Interpretation Under Section 112(f) 1125&(f)IZ& D < 2R D F &)

« Patent applications are not rejected under Section 112(f) (112(f) TE#E
AT TIEELY)

« Section 112(f) — Means Plus Function Interpretation:

— An element in a claim for a combination may be expressed as a means or
step for performing a specified function without the recital of structure,
material, or acts in support thereof, and such claim shall be construed to
cover the corresponding structure, material, or acts described in the
specification and equivalents thereof. (EAM % 2 WM DEER (FITAE
7 L—LICEHHICRET S LG, TOBMIIIITAOHKEER-TF
BXIERTYTELTIL—LICEEEHT S L THEFIETEDSAE, 1212
L. TOEFEFEIIBFHHEZIZENM TS ZTOHMRIEITARVENEE
ZDHHEICRESND)
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Historical Perspective — Prior to 1998 SRR HE 19984F i

« Means Plus Function as a Best Practice LIRIERNR F TS50 74 X 2o 1=
- Recitation of “means” for a claim element was preferred
- No need for “nonce” words as the term “means” was encouraged

— Claim scope would cover all disclosed embodiments in the specification — literal
infringement

- Equivalents would encompass all additional, non-disclosed embodiments implementing the
same function

» Greater scope with claim differentiation

- Dependent claims reciting specific structures for implementing function would necessarily
broaden the means plus function scope

« Accompanied by well written specification was important for full scope

Knobbe Martens © 2022 Knobbe Martens 3



Historical Perspective — Post 1998 FERERI#RHE 19984 LIE

« Means Plus Function No Longer Best Practice — Federal Circuit CAFCH[iRIZ Xk 5% 1t
— Literal infringement limited to structures disclosed in specification

- Equivalents do not include any structures that were in existence at the time of filing but not
disclosed

— Doctrine of Equivalence limited to “future” structures not in existence at the time of filing
that implement the recited function

- Result: Greater risk that means plus function interpretation would result in more narrow
claims

* Result IR
- Substantial reduction in use of “means” in claim language

— Increase use of “nonce” words to incorporate some functional language — especially in the
software and electrical arts

- Greater uncertainty in scope of claims based on potential claim construction invoking
interpretation as means plus function limitations
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Invoking Interpretation Under Section 112(f) 1125 (HIZE D K SEFRDO HE)

* Invoking interpretation under Section 112(f) (See MPEP § 2181(l)):
(M2 Iz LBREINDIEE)

— The claim limitation uses the term “means” or a term used as a substitute
for “means” that is a generic placeholder; AND ("means”F =& & Rk
DREZFE>-Z5TH-H-T. HD)

- The term “means” or the generic placeholder is modified by functional
language, typically, but not always linked by the transition word “for” (e.q.,
“means for”) or another linking word or phrase, such as “configured to” or
“7580 tg]at.”; AND (for®En e RItkOAZEZERE LTHELZIZETHO T,

YD

- The term “means” or the generic placeholder is not modified by sufficient
structure, material, or acts for performing the claimed function. ("means”

AL TN EAHOREBY. TOMESL LISk THAREIEENTLS
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Invoking Interpretation Under Section 112(f)

2K \ITE D ERDFEED

« Common substitute terms (e.g.,
‘nonce” terms:

- “mechanism for,”
- “module for,”

- “device for,”

— “unit for,”

- “component for,”
- “element for,”

- “member for,”

— “apparatus for,”
- “machine for,” or
- “system for.”

Knobbe Martens
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* There is no fixed list of terms that
avoid invocation of Section 112(f)
(ED &S EHAEI112()1= & R
SNAHADMD YR ME7ELY

* Nonce words may not always
invoke means plus function

« Patent practitioners may not know
which words are considered nonce
words unless litigation occurs



Invoking Interpretation Under Section 112(f) — Examples E {445l

* means for adhering the top and bottom portion
- “means” invokes the presumption of interpretation of means plus function
- “adhering the top and bottom portion” is the functional language linked by “for”
— No structure recited in the claim
- RESULT: Limitation is interpreted as a means plus function limitation

 member for adhering the top and bottom portion

- “member” invokes the presumption of interpretation of means plus function as a substitute
term

- “adhering the top and bottom portion” is the functional language linked by “for”
— No structure recited in the claim
- RESULT: Limitation is interpreted as a means plus function limitation - SAME
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Invoking Interpretation Under Section 112(f) — Examples E {445l

* means for collecting user input
- “means” invokes the presumption of interpretation of means plus function
- “collecting user input” is the functional language linked by “for”
— No structure recited in the claim
- RESULT: Limitation is interpreted as a means plus function limitation

 an interface module for collecting user input

- “module” invokes the presumption of interpretation of means plus function as a substitute
term

- “collecting user input” is the functional language linked by “for”
- “interface” may not be sufficient structure recited in the claim
- RESULT: Limitation is interpreted as a means plus function limitation - SAME
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Invoking Interpretation Under Section 112(f) — Examples E {445l

» an aluminum shaft with tapered ends for translating lateral movement
- No “means” or other substitute terms
- “translating lateral movement” is the functional language linked by “for”
- “Aluminum shaft with tapered ends” may be sufficient structure recited in the claims
- RESULT: Limitation is NOT likely interpreted as a means plus function limitation

» a user demographic component implementing a deep learning algorithm for characterizing
user input as having threshold errors

- “component” may invoke the presumption of interpretation of means plus function as a
substitute term

— “characterizing user input as having threshold errors” is the functional language linked by
“for”

— “user demographic component implementing a deep learning algorithm” may be sufficient
structure recited in the claim

- RESULT: Limitation is NOT likely interpreted as a means plus function limitation
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Prosecution and Means Plus Function Interpretation - MPEP 2181 TB&E%E

* In response to the Office action that finds that 35 U.S.C. 112(f) is invoked, if applicant does not
want to have the claim limitation interpreted under 35 U.S.C. 112(f), applicant may:

- (1) present a sufficient showing to establish that the claim limitation recites sufficient
structure to perform the claimed function so as to avoid interpretation under 35 U.S.C.

112(f); or
- (2) amend the claim limitation in a way that avoids interpretation under 35 U.S.C. 112(f)
e.g., by reciting sufficient structure to perform the claimed function).

« If there is no disclosure of structure, material or acts for performing the recited function, the
claim fails to satisfy the requirements of 35 U.S.C. 112(b).

» The disclosure of the structure (or material or acts) may be implicit or inherent in the
specification if it would have been clear to those skilled in the art what structure (or material or
acts) corresponds to the means- (or step-) plus-function claim limitation.

« Cannot rely on incorporation by reference for supporting structure in specification
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Example Claim — Avoiding Interpretation as Means Plus Function

& FE DB

1. A battery system, comprising:

a plurality of battery trays thateemprises-each comprising ene-ormore-at least
one battery cells;

a plurality of slave battery management systems (BMSs) fer—eentrelling
configured to respectively control the battery trays; and

a master BMS ferecontrellingapluralityefconfiqured to control the slave BMSs,
wherein each of the slave BMSs comprises:
a swatehing—unit-switch fergenerating—configured to generate a
pulse signal aceexrdingto-based at least in part on an input;
a display snitfer-displaymngastate-configured to display a status
of the corresponding battery tray; and
a eentrol—umit—controller fer—determining—configured to: 1)
determine an operation mode of the slave BMS based at least in part on
aceording—to—a pulse width of the pulse signal, seting—ii) assign an

identifier (ID) of the slave BMS aececordingtoa-based at least in part on
the number of—generation—of generated efthe—pulse signals, and

eisplayrneg-iil) control the display to display the ID of the slave BMS. en
B Tice Eaano
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Special Case: Computer-implemented inventions 112(f) and 112(b)

FHRGH O Ea—2BEFERICE T 5112(f) R TV 112(b)

19

« A computer-implemented Section 112(f) claim limitation will be indefinite under Section 112(b)
when the specification: (ASBAfE & L TIEIRIZAZ HI5E)
~ Fails to disclose any algorithm to perform the claimed function. (¥ L—LD#REFETI S 7I/L3
) ALZERTRLTULENMES)
- Discloses an algorithm but the algorithm is not sufficient to perform the entire claimed function(s).
(ZILT) ALIFEEHE ENTWNSD, VL—LDEEEEETT 51=OIT+H THVESR)

» The sufficiency of the algorithm is determined in view of what one of ordinary skill in the art
would understand as sufficient to define the structure and make the boundaries of the claim
understandable. (7J)L 3 X LN+ IZERENE D MNIHBEXEEBTNT+HICEETESLNES> D
THIFrENn5)

— Disclosure of an algorithm cannot be avoided by arguing that one of ordinary skill in the art is
capable of writing software to perform the claimed function. See MPEP § 2161.01(l). (Z DE#E(I%

%Elfi?)b—A@*ﬁ%ﬁE’é%ﬁ?’éf:&)O)‘/7 D7 EESIENTESM D VD EBHTIKEE
TS0

Knobbe Martens © 2022 Knobbe Martens 12



Practice Tips — Avoiding Section 112(f) Rejections 112(f)&3E#EEE D EAE

- Specification Drafting Best Practices (BBHiIZEZZ < IZHT=> THREDHE)

- The specification should be the “key” for all broad terms that can be implemented in
multiple ways/embodiments (E&EDIELAFEIC DWW TIIAMEDEENEZEIZT D)

— If means plus function is intended to be invoked, be sure to identify alternatives (X=—X
RTZRIT7o9 D3V EBERENDIGEICIEINDFEZEZHRET D)

— Multiple independent claim sets

« Claim Drafting Best Practices

- Each independent claim should have at least one drawing that forms the basis of support
for written description and enablement (&MY L—AIZHIG LI-EEZDE<CEL 1D
HEJI %)

- Eliminate “easy” invocation of means plus function by avoiding “nonce” words (ERRD 73
WAEZEDLEVELSICLTE—VRTIRIF7ZUI I VEBRENLDERITD)
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Practice Tips — Multiple Independent Claims & DHIL Y L —LDIRR

1. A system for determining orientation of widgets comprising:

— a controller having a memory and executable instructions for translating a set of inputs corresponding to a plurality of navigational
controls, wherein individual inputs from the plurality of navigational controls are independently encrypted;

- an orientation module configured to determine orientation information from the translated set of inputs based on time of day and
user preference information;

2. The system as recited in Claim 1, wherein the orientation module executes a machine learned model that is trained based on
historical information corresponding to an identified set of users.

« 3. The system as recited in Claim 1, wherein the controller utilizes a lookup table of predefined translation values for individual inputs in
the set of inputs.

* 4. A method for determining orientation of widgets comprising:

— translating a set of inputs corresponding to a plurality of navigational controls, wherein individual inputs from the plurality of
navigational controls are independently encrypted;

- determining orientation information from the translated set of inputs based on time of day and user preference information;

* 5. The system as recited in Claim 4, wherein determinin? orientation information from the translated set of inputs includes executing a
machine learned model that is trained based on historical information corresponding to an identified set of users.

« 6. The system as recited in Claim 1, translating a set of inputs correspondin? to a plurality of navigational controls includes utilizing a
lookup table of predefined translation values for individual inputs in the set of inputs
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